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Detailed Action 

This Office Action is response to the application (10/733635) filed on 12, Dec 2003 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114. including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 7 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 1/18/08 
has been entered. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1(Mf, 16-17 & 20 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. Claims 10-11, 16-17 & 20 
recite "controller entity" which is directed at a computer program. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 
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Claims 1, 4-11, 16-17 & 20-22 are rejected under 112, second paragraph as being 
indefinite for failing to particularly point and distinctly claim the subject matter which 
applicant regards as the invention 

Claim 1, "request is to be forked in parallel or sequentially" in line 8 is indefinite and not 
clear what this is in reference to. However the claim will be given a broad reasonable 
interpretation for the purposes of examination as best understood. 

Claims 10-11, 17, 20 & 22 are rejected for similar reasons as stated for claim 1 . 

Claim 17, "A user information storage" in line 8 is indefinite and not clear what this is in 
reference to (e.g. is it same as computer storage medium?). However the claim will be 
given a broad reasonable interpretation for the purposes of examination as best 
understood 

Claim 20, "registration means", "interface means" & "query means" is indefinite and not 
clear what this is in reference to. However the claim will be given a broad reasonable 
interpretation for the purposes of examination as best understood. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Application/Control Number: 10/733,635 Page 4 

Art Unit: 2146 

Claims 1, 4-11, 16-17 & 20-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Herrero. U.S. Patent No. US 7,177,642 in view of Requena U.S 
Patent No. US 7028101. 

Regarding claim 1, Herrero teaches wherein a method comprising: 

registering in a controller entity a plurality of contact addresses for a user (The 
specification of SIP (RFC-2543) already allows a given user to indicate in a 
registration message REGISTER multiple contact points where said user can be 
contacted - Col. 4, lines 40-42; Fig. 6 - USER-1 -USER-N); 

receiving a request at the controller entity for a communication link to the 
user (user can receive incoming sessions (e.g.: voice calls) on his/her terminal 
from other users that have "dialed" the public ID - Col. 2, lines 5-7); 

querying (l-CSCF) by the control entity a database for information (storage 
means containing SD of a plurality of users) regarding a manner regarding how to 
handle the request (Once said registration request REGISTER arrives to the I- 
CSCF, in step 3 a query is made to the HSS to determine the user registration 
status - Col. 10, lines 41-43) and; 

processing the request in accordance with the information from the database (an 
automatic process performed by the application running in the UE, wherein said 
data are extracted (by a request) from the USIM (storage) - Col. 10, lines 27-29). 

With respect to claim 1 , Herrero is silent in terms of "said information indicating if 
said request is to be forked in parallel or sequentially" 
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Requena teaches that is well known to utilize information indicating if said 
request is to be forked in parallel or sequentially (the OLS may determine whether to 
convert "im:" into "sip:" or "wv:" before forwarding the message to the 
destination network. This may be performed sequentially, in parallel, or using 
both sequential and parallel operations - Col. 13, lines 28-32; Fig. 6, unit 610 -- the 
OLS can sequentially and/or simultaneously send multiple outgoing messages, 
one for each of the multiple addresses). 

It would have been obvious to one ordinary skill in the art to modify's Herrero's 
invention to offers other advantages over the prior art approaches. In addition, in routing 
SIP messages through a UMTS or other SIP-enabled network, location services such 
as DNS or ENUM are typically using DNS or ENUM queries for obtaining the address of 
the next hop SIP server. This function is often implemented in the Serving-CSCF (S- 
CSCF) according to 3GPP terminology and specifications. Once-the message is 
forwarded to the next hop in the destination network, the message is sent to the 
Interrogating-CSCF (l-CSCF) that will take care of finding where the user is located 
within the local domain. However, SIP and other protocols may support multiple address 
schemes to be included in the messages, such as SIP, secure SIP, telephony, instant 
messaging, presence, etc. The determination of which hop is the next hop in the 
transmission of the message may be difficult, particularly where the location service 
provided multiple possible address schemes in response to a query, as taught by 
Requena (Col. 1-2). 
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Regarding claim 4, Herrero and Requena together taught the method as in claim 1 
above. Herrero further teaches wherein the registering comprises registering the 
plurality of contact addresses for the user in the controller entity which is provided in 
association with a multimedia network" (Fig. 6, Subscriber Data (SD) register). 

Regarding claim 5, Herrero and Requena together taught the method as in claim 1 
above. Herrero further teaches wherein the registering comprises the user registering 
the plurality of contact addresses in at least two different communication networks 
(Method for supporting multiple registration from the same user requested from 
different terminals in a telecommunications system -Abstract, lines 1-3) . 

Regarding claim 6, Herrero and Requena together taught the method as in claim 1 
above. Herrero further teaches wherein the processing occurs in accordance with the 
information from the database if no user preference has been indicated for the known 
contact addresses (an automatic process performed by the application running in 
the UE, wherein said data are extracted from the USIM containing in said UE -- 
Col. 10, lines 27-29). 

Regarding claim 7, Herrero and Requena together taught the method as in claim 1 
above. Herrero further teaches wherein the querying comprises applying a query to a 
sub-group of the known contact addresses (Fig. 1 (Public user identity 1 (e.g.: SIP 
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URL), Public user identity 2 (e.g.: E.164), Public user identity 3). 

Regarding claim 8, Herrero and Requena together taught the method as in claim 1 
above, as described above. Herrero further teaches wherein indicating and assigning 
handling instructions for at least one contact address independently during registration 
of the at least one contact address (Fig. 5 -- UE1-UE3 indicates how the users are 
registering through the IMS network as well as handling instruction for at least 
one contact address). 

Regarding claim 9, Herrero and Requena together taught the method as in claim 1 
above. Herrero further teaches wherein the indicating and assigning comprises 
indicating and handling the handling instructions for the at least one contact address by 
either the user or the database (Fig. 5 -- UE1 -UE3 indicates how the users are 
registering through the IMS network as well as handling instruction for at least 
one contact address). 

Regarding claim 10, Herrero teaches wherein a system comprising: 

a multimedia network (Internet Protocol Multimedia Subsystem (IMS) -Col. 7, 

line 66) provided with a controller entity (Fig. 5) configured to register contact 

addresses of a user (Fig. 6, (USER-N); and 

a database configured to store information (storage means containing SD of a 

plurality of users) regarding a manner regarding how to handle a request for the user 
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(Once said registration request REGISTER arrives to the l-CSCF, in step 3 a query 
is made to the HSS to determine the user registration status - Col. 10, lines 41- 
43), 

wherein the controller entity is configured to query the user information storage 
and configured to process requests for connections to the user in accordance with the 
information queried from the database (an automatic process performed by the 
application running in the UE, wherein said data are extracted (by a request) from 
the USIM (storage) - Col. 10, lines 27-29). 

With respect to claim 10, Herrero is silent in terms of "said information indicating 
if said request is to be forked in parallel or sequentially" 

Requena teaches that is well known to utilize information indicating if said 
request is to be forked in parallel or sequentially (the OLS may determine whether to 
convert "im:" into "sip:" or "wv:" before forwarding the message to the 
destination network. This may be performed sequentially, in parallel, or using 
both sequential and parallel operations - Col. 13, lines 28-32; Fig. 6, unit 610 -- the 
OLS can sequentially and/or simultaneously send multiple outgoing messages, 
one for each of the multiple addresses). 

It would have been obvious to one ordinary skill in the art to modify's Herrero's 
invention to offers other advantages over the prior art approaches. In addition, in routing 
SIP messages through a UMTS or other SIP-enabled network, location services such 
as DNS or ENUM are typically using DNS or ENUM queries for obtaining the address of 
the next hop SIP server. This function is often implemented in the Serving-CSCF (S- 
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CSCF) according to 3GPP terminology and specifications. Once-the message is 
forwarded to the next hop in the destination network, the message is sent to the 
Interrogating-CSCF (l-CSCF) that will take care of finding where the user is located 
within the local domain. However, SIP and other protocols may support multiple address 
schemes to be included in the messages, such as SIP, secure SIP, telephony, instant 
messaging, presence, etc. The determination of which hop is the next hop in the 
transmission of the message may be difficult, particularly where the location service 
provided multiple possible address schemes in response to a query, as taught by 
Requena (Col. 1-2). 

Claims 11, 17, 20 & 22 have the similar limitation as those claims 1 & 10; therefore, it's 
rejected under the same rationale as in claim 1 & 10. 

Claim 16 has the similar limitation as of claim 6; therefore, it's rejected under the same 
rationale as in claim 6. 

Regarding claim 21, Herrero and Requena together taught the method as in claim 1 
above. Herrero further teaches wherein said querying comprises querying the database 
in use information storage which stores a user profile (Said query comprises both 
data: the public-ID and private -ID received in the REGISTER, and will be used by 
the HSS to find out the corresponding SD register of said user -- Col. 10, lines 43- 
46; Fig. 3 (USER-N, OTHER DATA (User profile data ....)). 
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Response to Amendment 

Applicant's arguments with respect to claim(s) 1 , 4-1 1 , 1 6-1 7 & 20-22 have been 
considered but are moot in view of the new ground(s) of rejection. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sulaiman Nooristany whose telephone number is (571) 
270-1929. The examiner can normally be reached on M-F from 9 to 5. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Jeff Pwu, 
can be reached on (571 ) 272-6798. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. Information regarding the 
status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR: Status information for unpublished applications 
is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197. 
Sulaiman Nooristany 09/16/2008 

/Jeffrey Pwu/ 

Supervisory Patent Examiner, Art Unit 2146 



